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gj IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



plication of: 

Michael V. WILES etal 

Application No.: 10/016,993 

Filed: December 13, 2001 

For: Transgenic Mice Containing 
Alpha-Endosulfine Gene Disruptions 



Examiner: Wilson, Michael C. 
Art Unit: 1632 
Deposit Account: 50-1271 
Date: June 26, 2004 

PETITION UNDER 37 CFR 1.181 TO 
WITHDRAW A HOLDING OF 
ABANDONMENT BASED ON 
FAILURE TO RECEIVE AN OFFICE 
ACTION 



Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants hereby petition under 37 C.F.R. § 1.181(a) to withdraw a holding of 
abandonment in the above referenced application. In a "Notice of Abandonment" mailed July 14, 
2004, it was alleged that Applicants failed to timely file a proper response to an Office Action 
mailed on December 5, 2003. However, Applicants submit that the December 5, 2003 Office 
Action was never received. 

According to the MPEP, if an applicant can adequately prove non-receipt of an Office 
Action, the Office may grant a petition to withdraw a holding of abandonment, and remail the 
Office Action. See MPEP § 71 1.03(c) citing Delgar v.Schulyer, 172 USPQ 513 (D.D.C. 1791). 
The MPEP sets forth the requirements for establishing non-receipt of an Office Action, which 
Applicants have fulfilled by the statements below and supporting documents enclosed herewith. 

I, Kelly L. Quast, registered agent for Deltagen, Inc., hereby declare that a thorough search 
of the file jacket and docket record was made. I hereby state that no Office Action mailed 
December 5, 2003 in connection with the above- referenced application was received, entered into 
the docketing system, or recovered in the file jacket of the above referenced application after the 
search. In support of these statements, submitted concurrently herewith is a copy of the docket 
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report for the above referenced application (Deltagen Inc. case number DGEN-0948). In this docket 
report, no reference is made to any Office Action mailed by the Patent Office on or around 
December 5, 2003. Also attached herewith is a copy of a docket report for all Deltagen Inc. cases 
for the time period from December 5, 2003 through June 5, 2004, which does not indicate any 
actions due for the above referenced case on the dates which fall one, two or three months from the 
mailing date of the Office Action in question (January 5, 2004, February 5, 2004 and March 5, 
2004). In fact, the enclosed docket report fails to reference any responses due in connection with 
the above referenced application. The most recent Office Action entered into the docket record was 
a Election Requirement mailed July 15, 2003, to which Applicants responded on August 13, 2003. 

Applicants submit that the requirements set forth in MPEP § 71 1.03(c) for petition under 37 
C.F.R. § 1.181(a) have been met, and Applicants have supplied the statements and proof required to 
establish non-receipt of the above referenced Office Action. Therefore, Applicants respectfully 
request withdrawal of the holding of abandonment. 

Applicants note that in July 2004, Applicants' mailing address changed. Applicants 
believed that the mailing address in connection with all applications filed by Deltagen, Inc. had been 
properly updated after their move. However, in some applications the address was not properly 
changed. As a result, other applications associated with Deltagen Inc. may have outstanding Office 
Actions that were not received. To determine the appropriate action to take to rectify this situation, 
Applicants have recently communicated with supervisor Amy Nelson at phone number (571) 272- 
0804, who has suggested that we submit a petition under 37 C.F.R. § 1.181(a) in these situations. 

It is believed that no fees are due in connection with the instant petition. However, the 
Commissioner is hereby authorized to deduct any fees, including a petition fee should it be 
deemed required, from the above-noted Deposit Account under Order No. R-948. 



DELTAGEN, INC. 
1031 Bing Street 
San Carlos, CA 94070 
Tel: 650-569-5375 
Fax: 650-569-5280 



Respectfully submitted, 




Kelly L. Quast Reg. No. 52,141 
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Application No. 
10/016,993 


Applicants) 
WILES ET AL. 


Examiner 
Michael C. Wilson 


Art Unit 
1632 





Notice o\ 



nment 



This application is abandoned in view of. 

1. E Applicant's failure to timely file a proper reply to the Office letter mailed on 05 December 2003 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transm.ssion dated ), wh.ch is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on . 

(b) □ A proposed reply was received on but it does not constitute a proper reply under 37 CFR 1 . 1 13 (a) to the final rejection. 

(A proper reply under 37 CFR 1 .1 13 to a final rejection consists only of (1 ) a timely filed amendment which places the 
appSonln condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) M No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). A ^ 
(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Ma.lmg or Transm.ss.or .dated 

(a) U Ineis ^ e hich js afte p r the expjratjon of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $. is due. 

The issue fee required by 37 CFR 1.18 is $ 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3D Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 

Allowability (PTO-37). 4 . . . . 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which .s 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1.34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. □ The reason(s) below 



The publication fee, if required by 37 CFR 1.18(d), is $. 




PRIMARY EXAMINER 



Petitions to revive under 37 CFR 1 .1 37(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1 .1 81 , should be promptly filed to 
minimize any negative effects on patent term. — . — 

U.S. Patent and Trademark Office 

PTOL-1432(Rev. 04-01) 
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